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DETAILED ACTION 
Claim Objections 

1 . Claims 1-5 are objected to because of tine following informalities: Claim 1 and its 
dependent claims recite "dynamic viscosity", but the viscosity is recited in the units used 
for kinematic viscosity. It is the examiner's opinion that applicant Intends to claim the 
kinematic viscosity, and the claims have been treated in that manner In the rejections 
set forth below. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

2. The following Is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or In public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1 and 3-5 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Takata (U.S. Pat. No. 6,020,290). 

In column 2 lines 4-10, Takata discloses a grease composition for rolling 
bearings comprising a base oil and a urea thickener. In Tables 1-2, Examples 1 and 7, 
Takata discloses grease compositions containing a base oil having a viscosity of 45 cSt 
at 40° C, within the range recited in claim 1 , and a urea thickener present in an amount 
(either 20% weight) within the range recited in claim 1 , and an antirust agent present in 
an amount (3% by weight) within the range recited in claim 1 . In column 6 lines 35-37, 
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Takata discloses that the antirust agent can be a sorbitan ester, meeting the limitations 
of the ester antirust agent of claim 1 . The composition of Takata therefore meets the 
limitations of claim 1 . The grease compositions of Takata further include zinc 
dithiocarbamates, meeting the limitations of claim 4. The application of the grease to 
rolling bearings, as taught by Takata, meets the limitations of claim 5. 

In column 5 lines 24-30, Takata teaches that the urea thickener can be made by 
reacting a diisocyanate OCN-R^^-NCO with two amines R^^NH2 and R^'*NH2. In column 
4 lines 45-57 Takata discloses that the R^^ group preferably has a structure meeting the 
limitations of the R2 group of claim 3. In column 5 lines 22-24 Takata discloses that 
preferred R^^ and R^'* groups include cyclohexyl and octadecyl groups. When one of R^^ 
or R^"* is a cyclohexyl and the other is octadecyl, they meet the limitations of Ri and R3 
of claim 3, and the urea thickeners of Takata will meet the limitations of claim 3. In 
several of the examples, Takata discloses that the thickener can be made from a 
mixture of cyclohexylamine and stearylamine, meeting the limitations of claim 3. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 

forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

6. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Takata in 
view of ISO (U.S. PG Pub. No. 2002/0082175). 

The discussion of Takata in paragraph 3 above is incorporated here by 
reference. Takata discloses a urea grease for a rolling bearing meeting the limitations of 
claim 1, but does not disclose the specific antirust agents recited in claim 2. 

Iso, in paragraph 1, discloses rolling bearings packed with a grease having good 
rust-preventive performance. In Table 1 Iso discloses that the greases can be urea 
greases with base oils having viscosities similar to those of Takata, and further 
containing naphthenate and/or succinic acid derivative rust preventives. The rust 
preventives are further discussed in paragraphs 19-27. The use of the rust preventives 
of Iso as the antirust agents in the greases of Takata meets the limitations of claim 2. 

It would have been obvious to one of ordinary skill in the art to include the 
naphthenate and/or succinic acid derivatives of Iso in the composition of Takata, as Iso 
teaches that the additives give superior rust-preventing performance. 



Conclusion 
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Any inquiry concerning tliis communication or earlier communications from the 
examiner should be directed to James Goloboy whose telephone number is (571)272- 
2476. The examiner can normally be reached on M-F 9-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glenn Caldarola can be reached on 571-272-1444. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

JCG /Glenn A Caldarola/ 

Acting SPE of Art Unit 1797 



